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2. 
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Th,s REPORT consists of a total of 6 sheets, including this cover sheet. 
This report is also accompanied by ANNEXES, comprising: 

a. □ sent to the applicant and to the International Bureau) a total of sheets, as follows- 

° £S'noel'!]^ .containing, 
Box Relating to Saqaanca Uaang ^»?£?XS£%$&jSSk£££** a *» 




Box No. I 

□ Box No. II 
S Box No. Ill 

□ Box No. IV 
KI Box No. V 

□ Box No. VI 
Box No. VII 

ISI Box No. VIII 



Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention y 

Certain documents cited 

Certain defects in the international application 



Date of submission of the demand ™ " — 

08.1 1 .2004 


Date of completion of this report 
01.03.2005 


Name and mailing address of the international " ' 
preliminary examining authority: 

■ European Patent Office 
3S\ D-80298 Munich 
gJJI Tel. 449 89 2399 - 0 Tx: 523656 epmu d 
Fax:+49 89 2399-4465 


Authorized Officer ' r; : 

Hanisch, I j ASb\ 

Telephone No. +49 89 2399-7880 
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INTERNATIONAL PRELIMINARY REPORT 
ON PATENTABILITY 



International application No 
PCTAJS2004/010737 




2. 



□ international search (under Rules 1 2.3 and 23 1 (b)) 

n K5!2? 0n ? f th f internationa ' application (under Rule 12.4) 

O international prel.mmary examination (under Rules 55.2 and/or 55.3) ■ 

^™fum^ -based on ^p/a Ce ^^ ete ^ 

report as 'originally filed" and are not mn^VSS%Sff. u ^erArt,cle 14 are referred to in this 



Description, Pages 
1 -94 

as originally filed 



Claims, Numbers 
1-124 . 



as originally filed 



□ a sequence Hating and.br any related table(s) - see Supplemental Box Relating to Sequence Listing 



3. □ The amendments have resulted in the cancellation of: 

□ the description, pages 

□ the claims, Nos. 
O the drawings, sheets/figs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 



Supplemental Box (Rule 70.2(c)). considered to go beyond the disclosure as filed, as indicated in the 



□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheets/figs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 



« item 4 applies, some or all of the se sKeets may be marked "superseded. ■ 



Form PCT/lPEA/409 (January 2004) 



INTERNATIONAL PRELIMINARY REPORT 
ON PATENTABILITY 



International application No. 
PCTAJS2004/010737 



fpplicabi'i'ty Non ' establis hment of °P inio " with regard to novelty, inventive step and industrial 

1 . The questions whether the claimed invention appears to be novel, to involve an inventive steD (to be non 
obvious), or to be industrially applicable have not been examined in respect of: ' nVem,Ve Step (to be non " 

□ the entire international application, 
SI claims Nos. 1 ,29-32,59-62,92-95 (all part),97-1 1 9 
because: 

® 1 i nte . matio na' application, or the said claims Nos. 97-1 i 9 with respect to industrial apolicabilitv relate 

to the following subject matter which does not require an international prSmlnarir^SSSlfr^^ 

see separate sheet 

□ no international search report has been established for the said claims Nos. 

D cl"^tt?iS^„?! , „ u ?Sf " s,in9 does no " compl) ' wlth •» stenda,a >°< >" A — 

the written form □ has not been furnished 

□ does not comply with the standard 
the computer readable form □ has not been furnished 

□ does not comply with the standard 

□ the tables related to the nucleotide and/br amino acid sequence listing, if in computer readable form nnK, H n 
not comply with the technica. requirements provided for in Annex C& JfiS!^^ d ° 

□ See separate sheet for further details 
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1- Statement 
Novelty (N) 



Inventive step (IS) 
Industrial applicability (IA) 



Yes: Claims 

No: Claims 

Yes: Claims 

No: Claims 

Yes: Claims 

No: Claims 



2. Citations and explanations (Rule 70.7): 
see separate sheet 



2-96,100-115,121-124 
1,97-99,116-120 

1-124 

1-96,120-124 



Box No. VII Certain defects in the international application 

The following defects in the form or contents of the international application have been noted: 
see separate sheet 



— Bo * No. VIII Certain observations on the international application ~ ~ 

see separate sheet 
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(SEPARATE SHEET) . ? PCT/US2004/01Q737 

Re Item III. 

Claims 97-1 19 relate to subject-matter considered by this Authority to be covered by the 
provisions of Rule 67.1(iv) PCT. Consequently, no opinion will be formulated with 
respect to the industrial applicability of the subject-matter of these claims (Article 
34(4)(a)(l) PCT). 

Moreover, it is noted that the application refers to "prodrugs" and "metabolites". These 
terms are functional definitions which attempt to define a chemical compound in terms 
of a result to be achieved without giving a specific technical guidance for the selection 
of the suitable derivatives in the description and without proven general knowledge to 
show which derivatives in this specific case are suitable prodrugs. The term could be 
seen as a mere invitation to the skilled person to perform a research program in order 
to find the suitable variants. In such a situation, when the invention cannot be carried 
out over the whole claimed area without imposing an undue burden on the skilled 
person, the disclosure may be considered insufficient, even when simple in vivo or in 
vitro tests are available to determine whether or not a particular compound is covered 
by the claims. Therefore, the said terms have not been searched and do not part form 
part of the examined current subject-matter. 

Re Item V. 

The following documents are referred to in this communication: 

(A) J. Med. Chem. 1971 , vol. 14, no. 4, pages 369-370 

(B) US 42061 17 A 

(C) WO 0230895 A 

(D) WO 0064888 A 

(E) EP 10671 09 A 

(F) WO 9728149 A 

Novelty 

The current general formula I appears not to be novel in the sense of Article 33(2) PCT 
since (A)-(C) disclose specific compounds falling within its scope. However, the current 
part overlapping with (D) appears to be a novel selection of (D) and the current 
compounds essentially differ from those of (E) and (F) on account of the 0-(CH,) -N- 
linker. 2/3 
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inventive ftte»p 

The problem underlying the current application is considered to be the provision of 
further PPAR-modulators which are useful for the treatment of e.g. atherosclerosis (C) 
appears to be the closest prior art disclosing compounds which fall within the current 
general formula and have the desired activity. An inventive step could therefore only be 
acknowledged for a delimited subject-matter with an improved effect which in the light 
of the closest prior art is surprising. Such an unexpected effect appears not to be 
present in the application documents so that the current subject-matter at present does 
not satisfy Article 33(3) PCT. 

Industrial Applirahiljty 

For the assessment of the present claims 97-1 1 9 on the question whether they are 
industnally applicable, no unified criteria exist in the PCT Contracting States The 
patentability can also be dependent upon the formulation of the claims The EPO for 
example, does not recognize as industrially applicable the subject-matter of claims to 
the use of a compound in medical treatment, but may allow, however, claims to a 
known compound for first use in medical treatment and the use of such a compound for 
the manufacture of a medicament for a new medical treatment. 



Re Items VII. and VIII. 



It is noted that claim 95 appears not to be clear in the sense of Article 6 PCT since 
"KP001" etc. are no generally known definitions or names and, moreover the 
descnpt.on does not unambiguously assign specific compounds to these expressions- 
The headings in table 1 (pp 22-30) are unreadable but apparently lack the definition of 
3 substituents, and the following pages define one substituent without specifying the 
other 2-3 missing substituents. Concerning the opinion given above it is preliminarily 
assumed that claim 95 in fact is a dependant claim of claim 1 . 
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V W(iv) DECLARATION: INVENTORSHIP (only for the purposes of die designation of the UnitedSwtes of America) 
1 hedeclaranon must conform to the f^hwin^ standardized wording provided form inn ism,- 



Declaration of inventorship (Rules 4.17(iv) and SlA/i.l( 3 )(iv)) 
for the purposes of the designation of the United States of America: 

KSS'S 1 T* 6 t' , r 5 ^ d , so,e < if «"»'y °»« tovemor is listed below) or joint (if more than one inventor 

is listed below) inventor of the subject matter which is claimed and for which a patent is sought. »nventor 

This dcclararion is directed to the international application of which it forms a pan (if filin e declaration with application). 

This declaration is directed to international application No. PCT/ . ise fi™ici.™„ 

to Rule 26fer). • <" furnishing declaration pursuant 

I hereby declare that my residence, mailing address, and citizenship are as stated next to my name 
oSffi 

and 1 have identified below, under the heading "Prior Applicarions " ™ * ™~ 

having a fiiing date befoSoS^^ 
Prior Applications: r . 



of*= prior application anW PCT int^ 

Name: .KjSRrtnLIU 

Residence: 5*!^°™'?. 

(city and cither US state, if applicable, or country) ' 

Mailing Address: 



Citizenship: .V!y!T?P.?TATES OF AMERICA 



Inventor's Signature: . ^, F ^^, . , -^^^ ........ 

(if not contained tn the request, or if declaration is corrected or 
added under Rule 26,er after the filing of the international 
application. The signature must be that of the inventor, not that of 
the agent) 

Name; 5??™!^?.*?*° 
Residence: P } ?P°- California 



Date: . . .^3.^/^51?^ 

(of signature' which fe not contained in the request, or of the 
declaration that is corrected or added under Rule 26[er after the 
filing of the international application) 



(city and either US i 



» state, if applicable, or country) ' * 

Mailing Address; 4178 Decoro Street #18, San Diego, California 92122, UNITED STATES OF AMERICA 



